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Remarks/Arguments: 

■ I i 

Claims 21 and 22, presented hereby, are pending. { i 

■ .1 

I 

Claims 1-20 are canceled, hereby, without prejudice or <^claimer. 

I 

J 1 

Present claims 21 and 22 correspond to claims 15 and 16 rewritten as indcpbndent claims. 
The objection to claim 18 is rendered moot by caixcellat^n of the claim, he;:;eby. 

■ 

As indicated in the amendment to the dxawingSj proposed jdra^^ arepresented, 
hereby, with respect to Figures. 10A3, 10C,D, and Figures, uj 15, and 18. 

Claims 1-15, 17 and 20 were rejected under 35 USC§l|)l as allegedly claj|ming the same 

I * 
* I 
I ! 

invention as in claims 1-17 of U.S. 6,376,843. Claims 16, 18t and 19 were rejected under the 

- i 

judicially created doctrine of obviousness-type double patenting based on claimi 1-17 of U.S. 

• > - ' 

6,376,843 (Palo). Reconsideration of the aforesaid rejections is ^requested. j 

. j 

In order for a double patenting rejection under § 101 to a^ly^ the claims of 1 he patent must 
define the "same invention'* as the claims in the application, in re Vogel, 164 t'SPQ 619, 621 

1 

(CCPA 1970). 



By "same invention" we mean, identical subject matter.! Thus the invention defined by a 
claim reciting 'Tialogen" is not the same as that defined by a claim recitjng "chlorine," 
because the former is broader in scope than the latter. \ 

164 USPQ at 621-22. 

The rejection as applied against claims 1-14, 17, and 2(iis rendered moot, yy cancellation 

I ' 

' * "I 

I 

ofthese claims, hereby. ! 
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■ t 

■ . i ; ■ 

I • : 

As applied against claim 15, i.e., represented by present claim 21, none of blaims H 7 of 

■ I ■ i 

Palo has an identical claim scope. That is, the present claims contain limitations not ; foimd in Palo. 

■I 

I 

/ ■ , ■ 

i.e., the Unjitatiofts: j 

I 

■ 

the spatial bri^tness profile is modeled by the following expression: 

■ 

I 

' ' ' I 

■ ) • ■ ■ 

Since the claims relied on to reject the present claims ijnder §101 do not have the same, 

identical scope as rejected claim 15, i.e., present claim 21, the §l()l rejection cannot f>e maintained; 

Vo^el, supra. \ • 

With respect to the rejection of claim 16 for alleged obviousness-type double i patenting, the 

! 
* 

statement of rejection alleges: | . 

Although the confhcting claims are not identical, they are ]|ot patentable di^ 

each other because claims 16[,] after reairangement of the parametei:s[,] rec ites the 

same empirical relationship between the volume V and the brightness x as c Maimed 

in claim 15 of Patent 6,376,843 but with different constats. I : 

An argument ty the PTO is "not prior art." In re Ri/ckaert, 28 USPQ2d 19^, 1957 (Fed, 

Cir. 1993). Between *^patentably distinct inventions . . . there cainot be [obviousnes 's-type] double 

; . 

patenting." General Foods Corp. v. Studiengelschaft Kohle ot.&JH, 23 USPQ2d 18^9, 1843 (Fed 
Cir..l992). i 

I 

I 

Our precedent makes clear that the disclosure of a patiat in support of a jdouble 
patenting rejection cannot be used as though it were prior 'art, even wh^tre the . 

disclosure is found in the claims "[P]atent claims arellooked to only to s< le what 

hasbeenpatentedyihe$xibjectxnjM^^]dchhasbeenpa^ 
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may find to be disclosed by reading thenL" In re AIdri(^, 398F,2d 855, 85'i, 1580 
U.S.P.Q. 311, 314 (CCPA 1968) | 

23 USPQ2d at 1 846 (emphasis in original). An obviousness-typl double patenting i ejection is "not 

. . . concerned with what one skilled in the ait would be aware [of] from rea^fzn^ the claims but with 

I ' 

what inventions the claims define". In rt Saretty 140 USPQ 474, 481 (CCPA 196^^) (emphasis in 
original). \ 

The statement of rejection explains neither (1 ) how the claim parameters are j -earranged nor 
(2) how this "rearrangement" effects "flie same empirical relationship between the vo lume V and the 
brightness x as claimed in claim 1 5 ofPatent 6,376,843, nor (3) how the "different go: istance" would 
have been an obvious modification of patent claim 15. 

Accordingly, the statement of rejection relying solely on] argument, alone, d ie rejection for 

* 

alleged.obviousness-type double patenting cannot be maintaine^. Rijckaert, supra, - 

I 
I 

Favorable action is requested. i 



Rfispectfuliljr submitted. 
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Attachments: Figures 10A,B and lOCJ) and Figure$14A, 14B ISA, 15B, 18A, an) 18. 
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